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In re Stehle USA, Inc.

Serial No. 75/873,272

Edward P. Kelly, Kirkpatrick & Lockhart LLP for Stehle USA,
I nc.

John T. Lincoski, Jr., Trademark Exam ning Attorney, Law
O fice 104 (Sidney Moskow tz, Managi ng Attorney).

Before Sinms, Walters and Bottorff, Adm nistrative
Trademark Judges.

Opi nion by Simrs, Adm nistrative Tradenmark Judge:
Stehle USA, Inc. (applicant), a North Carolina
corporation, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the mark shown

bel ow:
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for “woodworking tools nanely power, circul ar saw bl ades,
mlling cutters and tongue and groove cutters, jointing
cutters for stationary shapi ng machi nes; nol der tools for
use on industrial nolder nmachines; power driven planer
heads, insert knives for industrial planning machines;
power drill bits, bushes and spacers router bits; all for
use as accessories attached to power-operated woodwor ki ng
machi nes” in Cass 7.1 The Examining Attorney has refused
regi stration under Section 2(d) of the Act, 15 USC
81052(d), on the basis of two registrations of the mark
STIHL (one slightly stylized) for the foll ow ng goods:
electric notors; saws, interna
conbusti on engi nes, portable brush
cutters and cutters for tree surgery
driven by two-cycle internal conbustion
engi nes, tree bark renoving devices,
free cutting saws, separating grinding

devices, earth drilling devices, and
tractors;?

YApplication Serial No. 75/873,272, filed Decenber 16, 1999, based upon
an allegation of use in conmerce since January 1979. Applicant has

di sclaimed the representation of the saw blade in the drawi ng of the
mar K.

’Regi stration No. 855,458, issued August 27, 1968, renewed.
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not or saws and parts thereof; saw

chai ns and gui de bars; maintenance
tools for notor chain saws and for saw
chai ns; abrasive and cutting-off

machi nes and gri ndi ng wheel s; power -
oper at ed weed, grass and brush cutters
and cutting tools thereof; power-
oper at ed hedge clippers; power-operated
bl owers and pesticide sprayers; earth
boring machines and drills thereof;
machi ne sharpeners for saw chains, tree
harvesti ng machi nes; and wedges for use
intree cutting sold as a unit with

not or saws, gui de bar scabbards for
not or saws, and carrying cases for

nmot or saws. >

Applicant and the Exam ning Attorney have submtted briefs
but no oral hearing was request ed.

We affirm

It is the Examning Attorney’s position that the nost
prom nently di splayed and the nost dom nant el enment of
applicant’s mark is the word portion STEHLE, which is
simlar in sound and appearance to registrant’s mark STIHL
The Exam ning Attorney argues that these marks could be
pronounced the same and, even if they are pronounced
differently, that slight differences in pronunciation are
not sufficient to avoid the |ikelihood of confusion. Also,
the slight differences in spelling of these marks is

insufficient to avoid confusion, according to the Exam ning

3Registration No. 1,244,156, issued July 5, 1983, Sections 8 and 15
filed. This registration issued under the provisions of Section 2(f)
of the Act, 15 USC 8§1052(f).
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Attorney. In this regard, the Exam ning Attorney argues
that the average consuner’s nenory is not infallible.

Wth respect to the goods, the Exam ning Attorney
argues that sone of the goods are highly related--power
tools for cutting and sawi ng | unber and wood. Because
there is no limtation in the descriptions of goods in
either the registrations or the application, we nust
presune that the descriptions enconpass all goods of the
type described and nove in all normal channels of trade for
t hese goods. Accordingly, thereis no limtation with
respect to the industry in which the goods are sold or the
i nt ended purchasers, the Exam ning Attorney contends.
Furthernore, the Exam ning Attorney points to the third-
party registrations made of record which show goods sim| ar
to those of applicant and regi strant being sold by the sane
entity (for exanple, woodworking machi nes and chai n saws).
Finally, the Exami ning Attorney asks us to resolve any
doubt in favor of the registrant.

Applicant, on the other hand, maintains that its mark
consists of a highly stylized conposite mark in which the
circular saw design elenment is domnant. It is the
applicant’s position that its mark is pronounced “Stay-|ey”

as opposed to the cited mark, which is pronounced |like the
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word “Still.” Applicant argues, therefore, that the marks
have separate and distinct conmercial inpressions.

Concerni ng the goods, applicant contends that its
tools are accessories attached to power-operated
woodwor ki ng nmachi nes in the woodworking industry and used
by hobbyi sts who restore wood furniture and by cabi net and
furniture manufacturers, whereas registrant’s different
goods are industrial saws used in the |unber industry.
However, in its reply brief, applicant states that
regi strant’s goods may be used by consuners or in the
construction industry. Because applicant does not sell to
the lunber industry, applicant maintains that the goods are
sold in different channels of distribution.

Qur determination under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the likelihood of confusion
issue. Inre E. |. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Upon careful consideration of this record and the

argunents of the attorneys, we conclude that applicant’s
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mar k used in connection with woodworking tools so resenbl es
the registered marks used in connection with electric and
notori zed saws, saw chains and other tools that confusion
is likely.

First, concerning the marks, it is well settled that
it is inproper to dissect a mark. In re Shell Gl Co., 992
F.2d 1204, 26 USPQ2d 1687, 1688 (Fed. G r. 1993). However,
nore or |ess weight nay be given to a particular feature of
a mark for rational reasons. In re National Data
Cor poration, 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Gr
1985) (“[T]here is nothing inproper in stating that, for
rational reasons, nore or |ess weight has been given to a
particular feature of a mark, provided [that] the ultimate
conclusion rests on consideration of the marks in their
entireties.”) W cannot agree with applicant that the
design el enent (which it has disclainmed) is the nost
dom nant part of the applicant’s mark. Rather, the word
STEHLE predoni nates and woul d be the portion of the mark
used by consumers in asking for applicant’s goods. Wile
this dom nant part of applicant’s mark is not identical to
registrant’s mark STIHL, both marks begin with the letters
“ST” and contain the consonants “HL.” Furthernore, while
we cannot be sure how the respective nmarks may be

pronounced, we believe that a substantial nunber of
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purchasers are likely to pronounce these designations in a
simlar, if not identical, manner.

Wth respect to the goods, we note that goods need not
be identical or even conpetitive in order to support a
hol di ng of |ikelihood of confusion. Rather, it is
sufficient that the goods are so related or that the
conditions surrounding their marketing are such that they
are encountered by the sane persons who woul d m st akenly
believe that the goods originate fromthe sanme producer
because of the close relationship between the goods and the
simlarities of the marks. See Hercules Inc. v. National
Starch and Chem cal Corp., 223 USPQ 1244, 1247 (TTAB 1984).
Here, the Exam ning Attorney has submtted sone evi dence
which tends to establish a relationship between the goods
i nvol ved here. The third-party registrations show the sane
mark regi stered by the sane entity for some of the goods of
applicant and registrant. Although these registrations are
not evidence that the marks shown therein are in use or
that the public is famliar with them they neverthel ess
have probative value to the extent that they serve to
suggest that the goods listed therein, including
woodwor ki ng machi nes and chain saws, are of a kind which
may enmanate froma single source. See, e.g., Inre Albert

Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993);
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and In re Mucky Duck Mustard Co. Inc., 6 USPQ2d 1467, 1470
at n. 6 (TTAB 1988). Mbreover, because there is no
limtation with respect to the channels of trade or
potential purchasers in the identifications of applicant
and registrant, we nust presune that these goods travel in
all normal channels of trade to all potential purchasers
thereof. Accordingly, we believe that purchasers of
registrant’s STIHL notorized saws, cutting saws, saw chains
and ot her tools who then encounter applicant’s STEHLE and
desi gn saw bl ades and ot her woodworking tools are likely to
believe that all of these goods conme fromthe sane source.
This is all the nore |ikely because purchasers nay not
recall the precise spelling of registrant’s mark. In view
of the fallibility of nmenory, purchasers may retain only a
general, rather than a specific, inpression of registrant’s
trademark. Finally, if we had any doubt about the issue,

t hat doubt, in accordance with well -established precedent,
nmust be resolved in favor of the registrant.

Deci sion: The refusal of registration is affirmed.



